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Art Unit: 2889 

1. Claims 4 and 5 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

A broad range or limitation together with a narrow range or 
limitation that falls within the broad range or limitation (in 
the same claim) is considered indefinite, since the resulting 
claim does not clearly set forth the metes and bounds of the 
patent protection desired. See MPEP § 2173.05(c). Note the 
explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App . 
& Inter. 1989), as to where broad language is followed by "such 
as" and then narrow language. The Board stated that this can 
render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, 
for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and 
Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949) . 

In the present instance, claim 4 recites the broad 
recitation "between 80° and 200° C". The claim also recites 
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"preferably between 100° and 150° C", which is the narrower 
statement of the previous range. 

Further, claim 5 recites the broad recitation "through 
shrinking" and also recites "preferably heat shrinking", which is 
the narrower statement of the previous limitation. 

2. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

3. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Evans et al (USPN 3602759) . 

As to claims 1-3 and 5, Evans et al disclose applicant's 
claimed fluorescent lamp (at least Figures 1 and 7; embodiments I 
and V) including a glass discharge vessel (envelope 12) in which 
a gas is present (col. 2, embodiment 1), which discharge vessel 
is on two sides provided with a tubular end portion having a 
longitudinal axis, which end portion includes a glass stem (14 or 
15) , wherein an exhaust tube (not shown, however essential for 
evacuating the envelope, inserting the discharge fill and sealing 
the envelope) extends axially outwardly from said stem (5) , and 
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wherein an electrode (16 or 17) extends axially inwardly through 
the stem for generating and maintaining a discharge in the 
discharge vessel (12), the electrode includes two pole wires 
(lead wires) held in position by the stem and connected to plug 
pins (20) of an end cap (32) fixed to the end portion, 
characterized in that the end cap (32) is at least substantially 
made of a heat shrink material (PVC, polyolefin; see col. 2, last 
paragraph) . 

As to method claim 5, Since Evans et al's disclosed 
fluorescent lamp includes all product features as recited in 
applicant's product claims 1-3, Evans et al's disclosed device 
is considered as formed by the method as recited in applicant's 
method claim. The artisan seeking the apparatus claim would 
necessarily perform the method as claimed. 

4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner 
presumes that the subject matter of the various claims was commonly 
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owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim 
that was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art 
under 35 U.S.C. 103 (a) . 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Evans et al, as applied to claim 1. 

As to claim 4, Evans et al do not disclose the heat shrink 
material activated at a temperature varying between 80° and 200° C, 
preferably between 100° and 150° C. However, since heat shrink 
material is known for shrinkage when receiving suitably appropriate 
heat. In light of this, applicant's claimed heat shrinking 
temperature range would have been obvious to one of ordinary skill in 
the art for shrinking the plastic material of the fluorescent lamp. 
It has been further held that where general conditions of the claim 
are discovered in the prior art, discovering the optimum or workable 
heat shrinking temperature range involves only routine skill in the 
art. In re Aller, 105 USPQ 233. 

Alternatively, the claim recites heat shrinking material 
being activated at a temperature varying between 80° and 200° C, 
preferably between 100° and 150° C. This activating process 
renders the claim a product-by-process nature. The courts have 
been holding that: "--In spite of the fact that a product-by- 
process claim may recite only process limitations, it is the 
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product which is covered by the claim and not the recited 
process steps--. (In re Hughes, 182 USPQ 106)--". Also -- 
Patentability of a claim to a product does not rest merely on a 
difference in the method by which that product is made. Rather, 
it is the product itself which must be new and unobvious. (In re 
Pilkington, 162 USPQ 147)--." Accordingly, "--a rejection based 
on 35 U.S.C. section 102 or alternatively on 35 U.S.C. section 
103 of the statute is eminently fair and acceptable." (In re 
Brown and Saffer, 173 USPQ 685 and 688) . --The determination of 
the patentability of product-by-process claim is based on the 
product itself rather than on the process by which the product 
is made--. In re Thrope, 777 F.2d 695, 227 USPQ 964 (Fed. Cir. 
1985) . 

As such, no patentable weight is given to process step 
recited in claim 4. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Ashok 
Patel whose telephone number is 571-272-2456. The examiner can 
normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Minh-Toan Ton can be 
reached on 571-272-2303. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
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(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



/Ashok Patel/ 

Ashok Patel 
Primary Examiner 
Art Unit 2879 



